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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-14, drawn to the glass flake composition. 

Group II, claim(s) 15, drawn to a resin composition comprising said glass flake 
composition. 

Group III, claim(s) 16, drawn to a paint composition comprising said glass flake 
composition. 

Group IV, claim(s) 17, drawn to a cosmetic product comprising said glass flake 
composition. 

Group V, claim(s) 18-21, drawn to a method of manufacturing said glass flake. 

The inventions listed as Groups I, II, III, IV, and V do not relate to a single 
general inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they 
lack the same or corresponding special technical features for the following reasons: US 
Patent Application No. 2001/0021685 in view of US Patent No. 5,753,371 disclose a 
glass composition comprising transition metal oxide (Sakaguchi et al. abstract; [0008], 
[0019]) having a high visible light transmission of 70% or more (Sakaguchi et al. [0052]) 
with consideration that Sullivan et al. drawn to glass flakes having a layer comprising 
titanium dioxide or iron oxide thereon, teach glass flakes comprising Si02, NaO, K 2 0, 
FeO/Fe203, and many other components as that disclosed by Sakaguchi et al. 
(Abstract; column 2, lines 22-67). Therefore, since the limitations of claims fail to define 
a contribution over US Patent Application No. 2001/0021685 in view of US Patent No. 
5,753,371 , it fails to constitute a special technical feature and hence there is lack of 
unity between the cited claims. 

During a telephone conversation with Mr. Douglas Mueller on February 26, 2008 

a provisional election was made with traverse to prosecute the invention of Group I, 



Application/Control Number: 1 0/541 ,602 Page 3 

Art Unit: 1793 

claims 1-14. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 15-21 are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

2. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
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commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 8 and 9 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The interpretation of the claims language suggests that glass flakes comprises 
metal oxide crystals : however, as it is well settled in the art, glasses cannot have 
crystals. Therefore, the claims are indefinite. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-7 and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Application Publication No. 2001/0021685 to Sakaguchi et al. in view of 
US Patent No. 5,753,371 to Sullivan et al. 

7. Regarding claim 1 , Sakaguchi et al. disclose a glass composition comprising 
transition metal oxide (Abstract; [0008], [0019]). The reference, further, discloses that 
said glass has a high visible light transmission of 70% or more ([0052]). 

Sakaguchi et al., however, is silent to forming said glass into flakes. 

Sullivan et al. drawn to glass flakes having a layer comprising titanium dioxide or 
iron oxide thereon, teach glass flakes comprising Si02, NaO, K 2 0, FeO/Fe2C>3, and 
many other components as that disclosed by Sakaguchi et al. (Abstract; column 2, lines 
22-67). 

It would have been obvious, at the time of the invention, to have formed the glass 
composition as that taught by Sakaguchi et al. into flake form motivated by the fact that 
Sullivan et al., also drawn to the glass flakes, disclose a very similar composition for 
their glass and, further, expressly disclose that glass flakes are very resilient and can be 
optically attractive as well (column 2). 
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With reference to the visible light transmittance, it is noted that there is 
overlapping ranges of transmission between the reference and the instant invention. As 
indicated by MPEP, overlapping ranges have been held to establish prima facie 
obviousness. See MPEP § 2144.05. 

8. Regarding claims 2 and 4, the glass composition as that taught by Sakaguchi et 
al. contains SiC>2 as well as 0.02% or more total iron oxide (T-Fe 2 03) in terms of Fe2C>3 
([0008], [0010]). Furthermore, the reference discloses an amount of Na 2 0 and K 2 0 in 
said glass composition ([0015], [0017]). 

It is noted that there is overlapping ranges of iron oxide content with the instant 
application; overlapping ranges have been held to establish prima facie obviousness. 
MPEP §2144.05. 

It is well settled in the art that iron is a transition metal element. 

9. Regarding claims 3 and 5, Sakaguchi et al. expressly disclose an amount of 65 
to 80% by weight of Si0 2 , 1 0 to 1 8% by weight Na 2 0, 0 to 5% by weight of K 2 0, 1 0 to 
20% by weight Na 2 0+K 2 0, 0 to 10% by weight MgO, 5 to 15% by weight CaO ([0010]- 
[0023]). Furthermore, as noted above, there is 0.02% by weight or more total iron oxide 
(T-Fe 2 0 3 ) in terms of Fe 2 0 3 . 

1 0. Regarding claims 6 and 7, Sakaguchi et al. expressly disclose an amount of 65 
to 80% by weight of Si0 2 , 1 0 to 1 8% by weight Na 2 0, 0 to 5% by weight of K 2 0, 1 0 to 
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20% by weight Na 2 0+K 2 0, 0 to 10% by weight MgO, 5 to 15% by weight CaO, 0 to 

I . 0% by weight of Ti0 2 ([0010]-[0023]). Furthermore, as noted above, there is 0.02% 
by weight or more total iron oxide (T-Fe 2 C>3) in terms of Fe 2 C>3. 

I I . Regarding claims 1 0 and 1 1 , Sakaguchi et al. disclose 0.02% by weight or more 
total iron oxide (T-Fe 2 0 3 ) in terms of Fe 2 O s (Abstract; [0019]). As stated by MPEP, 
overlapping ranges have been held to establish prima facie obviousness; it is, further, 
noted that there is overlapping ranges of the total iron oxide content in the disclosed 
reference (0.02% by weight or more) with in the instant application. Therefore, it would 
have been obvious to have selected from the overlapping portion of the range motivated 
by the fact that overlapping ranges have been held to establish prima facie 
obviousness. See MPEP § 2144.05. 

12. Claims 1 2-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Sakaguchi etal. in view of Sullivan et al. and in further view of JP05017710 to Fujita et 
al. 

1 3. Regarding claims 1 2 and 1 3, Sakaguchi et al. in view of Sullivan et al. teach 
glass flakes composition having a visible-light transmission of 70% or more which has 
overlapping ranges with 85% or lower as claimed in the instant application. 
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Although the references disclose the use of metal oxides in the glass flakes, they 
do not expressly disclose the use of said oxides or any metal as claimed in instant claim 

13. in a coating covering said glass flakes. 

Fujita et al., drawn to paint composition, disclose successively coating the 
surface of a glass flake with silver and nickel to obtain flaky particles as metallic pigment 
(Abstract; [0004], [0020]). 

Thus, it would have been obvious to one of ordinary skill in the art to have 
modified Sakaguchi et al. in view of Sullivan et al. in order to include a surface coating 
of a metal such as silver and nickel as that taught by Fujita et al. motivated by the fact 
that each metal, silver and nickel, provide a specific tone to the paint such as silver tone 
and dark tone which would result in a desirable medium tone; furthermore, this coating 
on the glass flake will exhibit strong glitter effect (Abstract). 

14. Claims 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakaguchi et al. in view of Sullivan et al. and in further view of US Patent No. 
3,331,699 to Marshall et al. 

15. Regarding claims 12 and 14, Sakaguchi et al. in view of Sullivan et al. teach 
glass flakes composition having a visible-light transmission of 70% or more which has 
overlapping ranges with 85% or lower as claimed in the instant application. 
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Although the references disclose the use of metal oxides in the glass flakes, they 
do not expressly disclose the use of said oxides in a coating covering said glass flakes. 

Marshall et al. teach coating metal oxides such as zirconium dioxide, chromium 
oxide and the like, especially titanium dioxide on the glass flakes to provide improved 
sparkle and intense interference colors (column 2, lines 42-65; column 13, lines 64-75; 
column 14, lines 1-11). 

Thus, it would have been obvious to one ordinary skill in the art to modify 
Sakaguchi et al. in view of Sullivan et al. in order to expressly disclose coating glass 
flakes with metal oxides as that taught by Marshall et al. motivated by the fact that such 
coatings provide improved effects on the glass flakes (column 2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PEGAH PARVINI whose telephone number is (571 )272- 
2639. The examiner can normally be reached on Monday to Friday 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



IP. P.I 

Examiner, Art Unit 1793 



